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In inter partes review proceedings, petitioners are required to 
indicate how the challenged claims are to be construed.[1] For 
many claim terms, the Patent Trial and Appeal Board generally 
permits petitioners to provide “a simple statement” concerning 
the applicable claim construction standard in lieu of express 
constructions.[2] When it comes to means-plus-function 
claim terms, however, petitioners are required to provide 
explicit claim constructions of such terms.[3] As discussed 
below, recent institution decisions have turned on the PTAB’s 
assessment of means-plus-function claim terms.

Failure to Identify Structure Corresponding to the 
Claimed Function May Result in Noninstitution

If a petitioner in an IPR challenges a claim having a means-
plus-function term, the petitioner is required to “identify 
the specific portions of the specification that describe the 
structure, material, or acts corresponding to each claimed 
function.”[4] PTAB panels have routinely denied institution or 
terminated proceedings for failure to identify the corresponding 
structure in the specification.

In Carefusion Corp. v. Baxter Int’l Inc., the petitioner 
asserted that various computer-implemented means-plus-
function terms are indefinite.[5] Interestingly, in support of 
its indefiniteness argument, the petitioner alleged that the 
specification does not disclose “an algorithm for performing 
the specified functions,” i.e., the subject matter which the 
petitioner asserted is required to construe the means-plus-
function terms.[6] It is possible that the petitioner challenged 
the means-plus-function claims hoping that the panel would 
indicate that the claims are indefinite.[7] The panel, however, 
declined to do so.[8] Instead, the panel denied institution, 
stating that the “Petitioner’s assertion that the claim terms are 
indefinite does not excuse Petitioner’s failure to provide the 
required claim construction.”[9]

The petitioner argued in the alternative that the structure 
corresponding to the claimed function is a generic 
microprocessor.[10] Citing Federal Circuit precedent, the panel 
explained that “[e]xcept for a narrow exception, the disclosure 
of a general purpose microprocessor as corresponding 
structure for a computer-implemented means-plus-function 
element is not sufficient – a corresponding algorithm must be 
disclosed.”[11] As noted above, the petitioner had asserted 
that the specification does not disclose “an algorithm for 
performing the specified functions.”[12] Thus, the panel was 
not persuaded that the claimed function could be performed 
by a generic microprocessor and denied institution.

The outcome in Carefusion is consistent with the broader 
trend at the PTAB concerning means-plus-function terms 
discussed in Globus Medical Inc. v. Flexuspine Inc.:

The Board has previously terminated proceedings 
or denied institution when the scope of the claims 
being challenged could not be determined without 
speculation. Several such decisions arise in the context 
of means-plus-function claim terms for which supporting 
structure or a specific algorithm for performing the 
function was not identified in the specification. See, e.g., 
BlackBerry [Corp. v. MobileMedia Ideas, LLC, Case 
IPR2013-00036], slip op. at 13–14 [(PTAB Mar. 7, 2014) 
(Paper 65)]; Facebook, Inc. v. TLI Communications LLC, 
Case IPR2014-00566, slip op. at 9–12 (PTAB Sept. 15, 
2014) (Paper 14); Space Exploration Technologies Corp. 
v. Blue Origin LLC, Case IPR2014-01378, slip op. at 
7–9 (PTAB Mar. 3, 2015) (Paper 6).[13]

Carefusion and Globus Medical demonstrate a developing 
trend at the PTAB concerning means-plus-function terms. In 
situations where petitioners fail to “identify the specific portions 
of the specification that describe the structure, material, 
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or acts corresponding to each claimed function,” panels 
are inclined to deny institution or terminate proceedings. 
Petitioners should be aware of this when considering 
challenging claims that may be construed to include means-
plus function terms.

The PTAB May Sua Sponte Raise § 112 ¶ 6/(f) Issues

In Apple Inc. v. Immersion Corp., the panel determined that 
a claim term is a means-plus-function term despite the fact 
that neither the petitioner nor the patent owner made such an 
assertion.[14] The claim term at issue was “drive module.” The 
petitioner argued that the term “module” should be construed 
to mean “a set of instructions executed by a processor.”[15] 
The patent owner asserted that “drive module” should be 
interpreted as “a circuit or other hardware component that 
generates drive signals for a haptic output device.”[16] That 
is, neither the petitioner nor the patent owner asserted that 
the term “drive module” is a means-plus-function term. 
Nevertheless, the panel determined that the term “module” 
invokes § 112 ¶ 6:

Despite the parties’ failure to address the issue, we 
consider the applicability of § 112 ¶ 6 to the drive 
module limitation recited in claim 12 and the limitations 
recited in dependent claims 15–18 that include the term 
“module” because “‘[m]odule’ is a well-known nonce 
word that can operate as a substitute for ‘means’ in the 
context of § 112, para. 6.”[17]

The panel determined that “the Specification describes the 
‘drive module’ in purely functional terms and does not impart 
any structural significance to the term.”[18] Accordingly, the 
panel found that the term “drive module” is a means-plus-
function claim term.

The panel further stated that “although the Specification 
describes that multiple inputs may be received at different 
times, it does not disclose a well-defined or otherwise 
recognizable sequence of steps for receiving the gesture 
signals by the drive module.”[19] The panel concluded that 
“[b]ecause the ’571 patent fails to disclose sufficient structure 
corresponding to the ‘drive module limitation’ recited in claim 
12, we are unable to determine the scope and meaning of 
claim 12.”[20] Thus, the panel denied institution for the claims 
reciting the “drive module” limitation.

Challenging Means-Plus-Function Claims After 
Williamson

As demonstrated by Apple, the PTAB may find that claim 
terms invoke § 112 ¶ 6/(f) even when the term “means” is 
not expressly recited in the claims. The panel in Apple relied 
heavily on the Federal Circuit’s reasoning in Williamson v. 
Citrix Online LLC, 792 F.3d 1339, 1348 (Fed. Cir. 2015).[21] In 
Williamson, the court explained:

In making the assessment of whether the limitation in 
question is a means-plus-function term subject to the 
strictures of § 112, para. 6, our cases have emphasized 
that the essential inquiry is not merely the presence or 
absence of the word “means” but whether the words 
of the claim are understood by persons of ordinary skill 
in the art to have a sufficiently definite meaning as the 
name for structure.

In light of Williamson, there is a greater likelihood that claim 
recitations that do not recite “means” might still be construed 
as means-plus-function claim terms. The PTAB’s sua sponte 
construction of the term “module” in Apple is an example of 
this.

Noninstitution Decisions May Not Be Persuasive in 
Parallel District Court Litigations

In ETS-Lindgren Inc. v. Microwave Vision SA, the PTAB panel 
denied institution of an IPR because the specification did not 
disclose sufficient structure corresponding to the means-plus-
function claim term “means for pivoting.”[22] The panel based 
this finding on both the petitioner’s failure to identify sufficient 
structure corresponding to the “means for pivoting” limitation 
as well as the panel’s own review of the specification.[23]

The petitioner subsequently relied on the PTAB’s decision 
in the parallel district court litigation, asserting that the 
means-plus-function term rendered the claim indefinite due 
to a lack of disclosure of the corresponding structure in the 
specification. However, the district court refused to adopt 
the PTAB’s findings. The court “simply disagree[d]” that the 
“means for pivoting” term was indefinite despite noting that 
“[t]he opinion of an expert body like the PTAB can carry 
significant persuasive weight when courts deal with technically 
complex issues, like patents.”[24] The court indicated that “the 
analytical heft of the PTAB decision” did not compel the court 
to adopt the PTAB’s decision on indefiniteness. Interestingly, 
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the district court noted that “because its authorizing statute 
limits inter partes review to patentability determinations, the 
PTAB expressly disclaimed any indefiniteness analysis.”[25]

Conclusion

Petitioners and patent owners should carefully assess 
whether claims challenged in an IPR are likely to be construed 
as having means-plus-function terms. The PTAB routinely 
terminates or denies institution when petitioners fail to identify 
the structure in the specification that corresponds to the 
claimed function. Even if neither party asserts that a claim 
term is a means-plus-function term, the PTAB may sua 
sponte determine that it is. After Williamson, there is a greater 
likelihood that terms that do not recite “means” might still be 
construed as a means-plus-function term.

In some situations, it may be apparent which claims 
contain means-plus-function terms that require an express 
construction in the petition. However, parties may also face 
situations where it is not entirely clear whether § 112 ¶ 6/
(f) applies. In navigating through these situations, parties 
may need to consider various factors such as the likelihood 
the claim term will ultimately be construed as a means-plus-
function term, the consequences of noninstitution (e.g., 
whether a statutory bar against refiling the petition exists), and 
the need to preserve indefiniteness positions for district court 
litigation. As demonstrated by the above decisions, the PTAB’s 
treatment of means-plus-function claims may be an important 
consideration in developing an overall litigation strategy.
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